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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Matthew J. Cairo has filed an application to register
the term "ECERTI FI ED' for "providing certification of delivery
of e-mail nessages and e-mail nmessages delivered electronically

via the world wide web."?!

! Ser. No. 75/596,169, filed on Novenber 30, 1998, which is based on an
al l egation of a bona fide intention to use such termin comerce.
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Regi stration has been finally refused under Section
2(e) (1) of the Trademark Act, 15 U. S.C. 81052(e)(1), on the
basis that, when used in connection with applicant's services,
the term "ECERTIFIED" is nerely descriptive of them

Appl i cant has appeal ed. Briefs have been filed, but
an oral hearing was not requested. W affirmthe refusal to
register.

It is well settled that a termis considered to be
merely descriptive of goods or services, within the neaning of
Section 2(e)(1) of the Trademark Act, if it imedi ately
describes an ingredient, quality, characteristic or feature
thereof or if it directly conveys information regarding the
nature, function, purpose or use of the goods or services. See
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-
18 (CCPA 1978). It is not necessary that a termdescribe all of
the properties or functions of the goods or services in order
for it to be considered to be nerely descriptive thereof;
rather, it is sufficient if the termdescribes a significant
attribute or idea about them Mreover, whether a termis
merely descriptive is determined not in the abstract, but in
relation to the goods or services for which registration is
sought, the context in which it is being used on or in
connection with those goods or services and the possible

significance that the termwould have to the average purchaser
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of the goods or services because of the manner of its use. See
In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979).
Consequently, "[w hether consuners coul d guess what the product
[or service] is fromconsideration of the mark alone is not the
test." Inre Anerican Geetings Corp., 226 USPQ 365, 366 (TTAB
1985) .

Applicant contends in this appeal that "the record
shows that ECERTIFIED is not the descriptive nane of any
service, but is a unitary termcoi ned by Applicant and does not
have a recogni zed neaning to those in the relevant field.” In
particul ar, applicant asserts that "ECERTIFIED sinply has no
i mredi at e neaning to those know edgeabl e in the comnputer
communi cation field[,] who are accustoned to separated terns,
usually joined by a hyphen, such as e-business.” Applicant

concedes that the Exami ning Attorney "has nade of record

nunmerous materials showing that 'e' means 'electronic' in the

conputer world" and adm ts that "obvious conbinations of 'e'

hyphenated to a noun ... may be descriptive, e.g., e-business,
e-conmerce, or e-conference." However, applicant argues that in
this case:

[A] unified termhaving two or nore
conmponents requires some initial nenta
t hought or step to separate the terns before
recogni zing that the mark may have a
meani ng. Unli ke a hyphenated term where the
two or nore terns are visually separated and
nmore easily understood, a unified mark, such



Ser. No. 75/596, 169

as ECERTIFIED, by its nature requires nore
ment al mani pul ati on than a mark having
separated terns .... Therefore, ECERTIFIED,
requiring at least the initial nmental step
to separate the terns, is at nost
suggestive, and not nerely descriptive.

Applicant further asserts, notably without citation to
any authority, that:

[ A] conbination of ternms is less |likely
to be nerely descriptive if the termis an
adj ective, or the mark is a conbination of
ternms, all of which are adjectives, as is
the case with "ECERTIFIED'. |f the reader
of the term nust ask the question what noun
m ght be applied to the adjective(s)
appearing in the mark, the term cannot be
descriptive. A mark which is an adjective
or conbi nation of adjectives forces the
reader to conplete the termwth a noun in
order for the mark to be understood.
Therefore, in the case of "ECERTIFIED' the
mark, by itself, cannot be descriptive. By
the Trademark Attorney's own adm ssion the
"E" portion of the mark is an adjective
meani ng "electronic". The "CERTI FI ED"
portion is also an adjective with several
di ctionary neanings. The two terns in
conmbi nati on do not spell out for the reader
what service the mark relates to, and
therefore is not nmerely descriptive.

I n addition, applicant argues that the term
"ECERTIFIED" is not nerely descriptive of his services because
"it does not convey an immedi ate idea of the services or of an
i ngredient, quality, characteristic, function or feature of the
services in connection with which it is used.” Applicant urges,
i nstead, that he has coined a mark which, since it is not a

recogni zed descriptive termin the relevant trade or industry,
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is at nost suggestive of his services and therefore is
regi strabl e.

The Exam ning Attorney, on the other hand, contends
that "applicant's argunents are unpersuasive." In particular,
the Exam ning Attorney correctly points out that, even though
"'ECERTIFIED may be a coined termthat does not yet appear in a
dictionary," such a fact "is not controlling on the question of
registrability,” citing In re Gould Paper Corp., 834 F.2d 1017,
5 USPQ2d 1110, 1112 (Fed. Gr. 1987) and In re Ol eans W nes,
Ltd., 196 USPQ 516, 517 (TTAB 1977). As to applicant's
assertions that the absence of a hyphen between the two
adj ectives which conprise the term"ECERTIFIED' requires a
mental step in order to separate the adjectives and give neaning
to the conbination, the Exam ning Attorney naintains that:

[ The adjectival tern] "e," used with or

wi t hout a hyphen, is a prefix nmeaning
"electronic.” Gven that applicant's
services are electronic certification
services, no nmental manipulation is

requi red. A mark which conbi nes descriptive
ternms may be registrable if the conposite
creates a unitary mark with a separate,
nondescriptive [sic] neaning. In re Anpco
Foods, Inc., 227 USPQ 331 (TTAB 1985).
Though the applicant states that the outcone
is different when the terns conbined are

adj ectives, the analysis is the sane. [ See,
e.g., In re Pennzoil Products Co., 20 USQP2d
1753 (TTAB 1991).] The conbi nati on of
descriptive terns in the mark ECERTIFI ED
does not create a non-descriptive term

Here, "E" is defined as "electronic";
"CERTIFIED" refers to the proof that the
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mai | has been delivered. Wen considering
descriptiveness in relation to the
applicant's identified services, ECERTIFIED
nmerely describes a feature of those
services, nanely, providing electronic
certification of delivery of electronic

mai |

The conbination of "E' and " CERTI FI ED"
in the context of the applicant's service[s]
does not create an anmbiguity. The
applicant's mark is a conbination of two
descriptive terns creating a unitary mark
with the sane descriptive nmeaning. No
separate non-descriptive neaning is forned.
There is no nental step required in order to
readily perceive the descriptive
significance of the termas it relates to
certified delivery of electronic nmail
nmessages. ECERTIFIED i nmedi ately connot es
certified electronic nail delivery, which is
the main feature of applicant's services.
Consequently, the mark is nmerely descriptive
of applicant's services within the neaning
of the Trademark Act.

O record in support of the Exam ning Attorney's

position are definitions of the terns "e-," "electronic mail,"
"certified" and "certified mail." The term"e-," according to

the Oficial Internet Dictionary (1998) at 49, is an adjective

connoting "[a]n abbreviation of 'electronic' that generally
indicate[s] information or functions involving the Internet.”
"Electronic mail" is defined in the electronic version of The

Anerican Heritage Dictionary of the English Language (3rd ed.

1992) as "nessages sent and received electronically via

t el ecommuni cation |inks, as between m croconputers or term nals.
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Also called EEmail," while The Conput er Desktop Encycl opedi a

(1996) at 280 simlarly lists such termas "[a]lso called e-
mail, it is the transm ssion of nmenbos and nessages over a
network." "Certify," as stated in the electronic version of The

Anerican Heritage Dictionary of the English Language (3rd ed.

1992), is a verb signifying, in pertinent part, "1. a. To
confirmformally as true, accurate, or genuine." The sane
dictionary al so defines "certified nmail" as a noun denoting
"[u]ninsured first-class mail for which proof of delivery is
obtained.” The record further contains, as applicant has
acknow edged, "nunerous materials showing that 'e' nmeans
"electronic' in the conputer world." Such materials consist of
excerpts of articles from nagazines, the world wi de web or
Internet, and the "Lexis/Nexis" database, and evidence use of

such various terns as "e-business," "e-loan," "e-conferences,"

"e-canpai gni ng," "e-commerce" and "eComrerce" as well as "e-
mai | . "
In addition, we judicially notice, as requested by the

Examining Attorney in her brief,? that the Techencycl opedia at

2 Although such definitions were subnitted for the first tine with the
Exam ning Attorney's brief, they are being considered i nasnmuch as it
is settled that the Board nmay properly take judicial notice of
definitions in dictionaries and other standard reference works. See,
e.g., Hancock v. Anerican Steel & Wre Co. of New Jersey, 203 F.2d
737, 97 USPQ 330, 332 (CCPA 1953); In re Hartop & Brandes, 311 F.2d
249, 135 USPQ 419, 423 (CCPA 1962) at n. 6; and University of Notre
Dame du Lac v. J. C. Cournet Food Inports Co., Inc., 213 USPQ 594, 596
(TTAB 1982), aff'd, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).
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http://ww.techweb. conl encycl opedi a/ def i net er n?t er mee- defi nes

the term"e-" as:®

(Electronic-) The "e" prefix, with or
wi t hout the dash, may be attached to
anyt hing that has noved fromthe physical
world to its electronic alternative, such as
e-mail, e-commerce, e-cash, e-cards, etc.
"E" words have becone synonynous with the
| nt er net.

Al t hough many prefer to wite the terns
wi t hout the dash, the dash is used in this
publ i cati on wherever possible, because the
dash nmakes it easier to identify the word;
for exanple, e-mail rather than email and e-
commer ce instead of econmerce.

Such termis listed in The Oxford Dictionary of New Wrds (1997)

at 97, which indicates that, "[f]romthe beginning of the
nineties, e-, for ELECTRONIC, has been used to form words
relating to the publication or exchange of information in an
el ectronic format, such as E-MAIL, e-text (see ELECTRONIC), and
e-zine (an electronically published fanzine), and words rel ating
to electronic financial transactions, such as e-cash and e-
noney. "

As the Board, in finding the term"E FASH ON' to be
nerely descriptive of both "conputer software for consunmer use
i n shopping via a gl obal conmputer network ... and for providing

fashi on, beauty and shoppi ng advice" and "electronic retailing

® Li kewi se, we take judicial notice that The Conputer d ossary (9th ed.
2001) at 125 lists "e-" as neaning "(electronic-) The 'e-dash' prefix
may be attached to anything that has noved from paper to its

el ectronic alternative, such as e-mail, e-cash, etc.”
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services via a global conmputer network featuring apparel

fashi on, accessories, personal care itens, jewelry and

cosnetics,"” stated in the recent case of In re Styleclick.com
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Inc., 57 USPQRd 1445, 1448 (TTAB 2001) (footnotes omtted):

[With each passing day, the Internet
becones nore pervasive in Anmerican daily
life. Many Internet words, such as "e-mail"
and "e-comerce,"” have nmade their way into

t he general |anguage. See: Continental
Airlines Inc. v. United Air Lines Inc., 53
USPQ@d 1385 (TTAB 1999) [E-TICKET is generic
for conputerized reservation and ticketing
of transportation services] .... .... W
have no doubt that in the year 2000, the
meani ng of the "e-" prefix is comonly
recogni zed and understood by virtually
everyone as a designation for the Internet.

The Board, in view thereof, accordingly concluded that:

In sum "e-," when used as a prefix in
t he manner of applicant's mark, has the
general ly recogni zed neaning of "el ectronic”
in terms of conputers and the Internet.
When this non-source-identifying prefix is
coupled with the descriptive word "fashion,”
the mark E FASH O\, as a whole, is nerely
descriptive for applicant's goods and/or
services. That applicant nmay be the first
or only entity using E FASH ON i s not
di spositive. [Citation omtted.]

Li kewi se, in the present case, it is our viewthat,
when used in connection with applicant's services of "providing
certification of delivery of e-mail nessages and e-nmil nessages
delivered electronically via the world wi de web,"” the term
"ECERTI FI ED' i nmedi ately describes, w thout conjecture or
specul ation, a significant feature or characteristic of such

services, nanely, that it provides electronic certification of

10
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delivery of e-mail nessages, including those delivered

el ectronically via the world wide web. Stated otherw se, the
term "ECERTI FI ED' conveys forthwith, w thout the need for any

i magi nati on, cogitation or the gathering of further information,
that applicant provides electronic certified e-mail services.
Thus, just as the term "CERTIFIED," when used in connection with
ordinary or so-called "snail" mail, is a shorthand designation
for "certified mail" and hence nerely describes nmail for which
certification or proof of delivery is obtained or provided, it
is readily apparent that to consumers of applicant's services,
the term"ECERTIFIED," if used in relation to electronic mail
services or e-mail, likewi se signifies electronically certified
mai | and therefore nmerely describes e-mail for which
certification of the delivery of electronic nessages is

provi ded.

Furthernore, while the presence of a hyphen separating
the descriptive prefix "E-" fromthe descriptive term
"CERTIFI ED' nmay make it easier for sone consunmers to conprehend
t he meani ng of the conbined term"E-CERTIFIED," the absence of a
hyphen si nply does not detract or otherw se | essen the nerely
descriptive significance i medi ately conveyed by the term
"ECERTI FI ED, " since such conbi nati ons, regardl ess of whether
t hey contain a hyphen, have becone synonynmous with the Internet

and el ectronic communication in general. Cearly, like the

11
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designation "E-CERTIFIED," there is nothing in the term
"ECERTI FI ED' whi ch, when considered in the context of
applicant's services, is anbiguous, incongruous or susceptible
to any ot her plausible neaning.

Accordi ngly, because the term "ECERTI FI ED' conveys
forthwith a significant feature or characteristic of applicant's
services of "providing certification of delivery of e-nmail
nmessages and e-nail nessages delivered electronically via the
world wide web,” it is nerely descriptive thereof within the
meani ng of the statute. See, e.g., Inre Styleclick.com supra.
See al so, Continental Airlines Inc. v. United Air Lines Inc., 53
UsP@d 1385, 1396-97 (TTAB 1999).

Deci sion: The refusal under Section 2(e)(1) is

af firnmed.
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